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Comments on the Law fighting against
counterfeiting dated October 29th, 2007
(2007-1544)

The very title of the law of October 29th,
2007 sums it up: its purpose is to favor the
fight against the offence of counterfeit-
ing by simplifying and improving the pro-
cedures, as well as by strengthening the
corresponding penalties.

This law is the transposition info French
low of the Community Directive 2004 /
48 / CE of April 29th, 2004 on the en-
forcement of intellectual property rights
which, although strongly inspired by
French law, required a few modifications
in  our Intellectual Property Code
(hereafter “IPC”).

This law being very recent, certain provi-
sions are still rather unclear, and could
be clarified only when the application
decree comes into force.

Indeed, the law provided for a certain
number of changes but the future imple-
menting decree shall deal with the
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details. One of them is the exclusive ju-
risdiction given to certain civil courts
(“tribunaux de grande instance”) re-
garding litigation involving trademarks
and designs: the aforementioned courts
have not been appointed by law and
will be appointed by decree.

Ofther provisions of the law are already
subject to interpretation and it is neces-
sary to wait for decisions which will be
rendered on the ground of those provi-
sions.

For example, the new law does not
specify whether the courts (which will
be appointed by decree of applica-
tion) will have exclusive jurisdiction for
copyright matters or if this kind of dis-
putes will still be shared between civil
and commercial courts, as it was before
the entry into force of the law.

Rather than offering a complete and
detailed review of this law, which en-
compasses modifications in all the fields
of intellectual property rights (not only
trademarks, designs and copyright, but






also patents, new plant varieties, semi-
conductor products), this newsletter in-
tends to set out the most important and
the most significant provisions regarding
the fight against counterfeiting.

The main changes brought by the law, for
all intellectual property rights, are regard-

ing :

- BEvidence of infringement and the
resulting damage ()

- Procedures specific to intellectual
property (ll),

- Infringement penalties (lll).

| — EVIDENCE OF INFRINGEMENT

The principle (written in the Intellectual
Property Code) according to which
counterfeiting can be proved by any
mean remains unchanged.

However, one has to note that the spe-
cific infringing products seizure procedure
remains the best way for a plaintiff to give
evidence of the illegal actions of the de-
fendant.

This infringing products seizure procedure
has been deeply modified by the law of
October 29th, 2007.

Besides the infringing products seizure,
there is also a provision enabling customs
authorities to retain infringing products
which has also been adjusted.

1 The seizure of infringing products

The procedure of infringing products sei-
zure has been modified and standard-
ized for all intellectual property righfs.

It is a new procedure for geographical
indications and semiconductive prod-
ucts, to which it was not applicable be-
fore the reform.

However, because the EC Directive was

largely inspired by the French system, there
is no radical change in the spirit and ob-
jectives of the counterfeit products seizure
compared to the former Intellectual Prop-
erty Code provisions.

Moreover, some practices had developed
in order to make this measure of infringing
products seizure more efficient, and the
law has only confirmed them:

- It is possible to provide that the operation
of infringing products seizure shall be per-
formed by a bailiff « assisted by experts
appointed by the plaintiff »

Indeed, the request to appoint an expert
to assist with the seizure of infringing prod-
ucts (more specifically the appointment of
an engineering consultant skilled in patent
issues) was almost systematic in infringing
products seizure applications filed with
judges who usually granted it.

The law now confirms this practice, there-
fore putting an end to the uncertainty that
once existed in case law regarding the
possibility fo request the appointment of
such experts.

- The possibility to request, not only a de-
tailed description - accompanied by
samples or not- and the actual seizure of
allegedly infringing products, but also the
seizure of « any related document » was
generally given by the judges authorizing
infringing product seizures; this possibility is
even more indisputable now that it is
statutory.



